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And DETAILED ACTION 

1 . Applicant's arguments in response to the Office action dated 09/09/08 have been 
fully considered. 

2. Support for the amended claims 1-3,9,11, and 1 2 is found in the specification as 
originally filled. 

3. The 35 USC Section 1 12-second paragraph rejections are withdrawn in view of 
the present amendment and response. 

4. In view of newly added claim 1 0, a new 35 USC Section 1 1 2-first paragraph 
rejection is made. 

5. All of the previously made art rejections are maintained. 



Drawings 

6. The drawings were received on 12/09/08. These drawings are accepted. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claim 10 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

8. This claim recites that in the opaque region having plurality of discrete 
transparent regions the size of the opaque region decreases in the direction 
towards the transparent region. The specification does not support this. The 
specification provides a support for a transparent region having plurality of discrete 
opaque regions wherein the size of the opaque regions decreases in the direction 
towards the transparent region (see page 8 lines 4-17 of specification). Accordingly, 
specification fails to provide the support for claim 10. 

Claim Rejections - 35 USC §102 or 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3 and 9-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Kentaro (JP2002-002192- 
English translation previously provided by the Examiner). 
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1 0. Kentaro teaches a decorative film (equated to Applicant's shading decorative 
sheet) useful for the interiors of automobiles and buildings (0001 , page 4). The 
decorative film of Kentaro comprises a base layer having a design pattern formed on at 
least one surface of the base layer wherein the design pattern comprises a plurality of 
design elements in which at least 50% of the regions have a certain gradation in one or 
more directions (0004, page 5). Additionally, Kentaro teaches that an adhesive layer 
can be formed on the decorative layer or on the base sheet. 

1 1 . The aforementioned disclosure of Kentaro is interpreted that a shading 
decorative sheet having a structure of a decorative layer having a gradation pattern at 
least in one direction/base layer/adhesive layer is contemplated by Kentaro. Moreover, 
as a base layer, Kentaro discloses the base layer formed of polyvinyl chloride resin, 
polypropylene resin, polyethylene resin etc. (0026, page 9). It is noted that Applicant's 
base layer is generally formed of the same material as that of taught by Kentaro (see 
001 9 of US Patent Application Publication 2007/01 1 6949A1 of the presently claimed 
invention). Therefore, the base layer of Kentaro is equated to the transparent base 
layer of the claimed invention. 

12. As to the claimed limitations "wherein said gradation pattern comprises..." (claim 
1), "wherein the size of the..." (claim 2), "wherein the size of the..." (claim 3), "wherein 
said gradation pattern comprises..." (claim 9), "wherein the opaque region..." (claim 10), 
"wherein said gradation pattern comprises..." (claim 11), and "wherein the transparent 
region..." (claim 12), it is reasonable to presume that said features are necessarily 
present in the invention of Kentaro. 
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1 3. The support for said presumption is based on the following facts: 

14. Applicant's decorative sheet has a structure of a transparent base layer having a 
decorative layer on one surface of the base layer, wherein the decorative layer has a 
gradation pattern at least in one direction. Further, an adhesive layer is provided on the 
back surface of the base layer. 

1 5. As set forth above Kentaro teaches a decorative film (equated to Applicant's 
shading decorative sheet) (0001 , page 4). The decorative film of Kentaro comprises a 
base layer having a design pattern formed on at least one surface of the base layer, 
wherein the design pattern comprises a plurality of design elements in which at least 
50% of the regions have a certain gradation in one or more directions (0004, page 5). 
Additionally, Kentaro teaches that an adhesive layer can be formed on the decorative 
layer or on the base sheet. 

16. Further, with respect to a method of forming Applicant's decorative layer having 
gradation, paragraph 0021 of Applicant's US Patent Application Publication 
2007/01 16949A1, following is disclosed: 

[0021] The decorative layer 2 is usually formed on the 
front surface of the thermoplastic resin film using colorants. 
The decorative layer 2 may be formed on the front surface 
of the thermoplastic resin film by any of conventional 
printing methods such as gravure printing, electrostatic 
printing, electrophotography, screen printing, ink jet print- 
ing, offset printing, thermal transferring, etc. The colorants 
used to form the decorative layer 2 are usually toners or inks , 
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17. Additionally, Example 1 in the specification discloses use of gravure printing on 
the front face of a film to create a decorative sheet having a gradation pattern. 

18. Kentaro discloses same methods as that of Applicant in forming the decorative 
layer having a gradation pattern. At paragraph 0027, Kentaro teaches "The decorative 
layer 3 can have a pattern printed on the front or back side of the base sheet 2. ..The 
decorative layer 3 is usually formed as a printed layer.. .A color ink containing a pigment 
or dye of the appropriate color can also be used." Further at paragraph 0048, Kentaro 
teaches "Methods that can be used for form[ing] the printed layer constituting 
these decorative patterns include printing methods common in the art such as 
the offset printing method, gravure printing method, and screen printing method. 
If a design pattern has gradation of the present invention, the offset printing 
method and the gravure printing method are especially suitable. .." 

1 9. Based on the aforementioned facts, the decorative sheets of Kentaro and that of 
Applicant are formed of identical process and have same structure. Therefore, the 
aforementioned features would necessarily be present. The burden is shifted to 
Applicant to prove it otherwise (see In re Fitzgerald, 205 USPQ 594). In addition, the 
presently claimed properties would obviously have been present once the shading 
decorative sheet of Kentaro is provided (see In re Best, 195 USPQ at 433, footnote 4 
CCPA 1 977). Accordingly, Kentaro anticipates or strongly suggests the presently 
claimed invention. 
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Response to Arguments 

20. Applicant's arguments filed on 12/09/08 have been fully considered but they are 
not persuasive. 

21 . Applicant argues that Kentaro does not disclose, teach or suggest the gradation 
pattern as claimed. According to Applicant, "Kentaro uses continuous gradation from 
opaque to transparent without an opaque region having a plurality of discrete 
transparent regions adjacent to the opaque region. ..to the transparent region." (see 
page 7 of 12/09/08 amendment). 

22. The Examiner respectfully disagrees for the following reasons: 

23. It is submitted that Applicant's decorative sheet has a structure of a transparent 
base layer having a decorative layer on one surface of the base layer wherein the 
decorative layer has a gradation. Further, an adhesive layer is provided on the back 
surface of the base layer. 

24. As set forth above Kentaro teaches a decorative film (equated to Applicant's 
shading decorative sheet) (0001 , page 4). The decorative film of Kentaro comprises a 
base layer having a design pattern formed on at least one surface of the base layer, 
wherein the design pattern comprises a plurality of design elements in which at least 
50% of the regions have a certain gradation in one or more directions (0004, page 5). 
Additionally, Kentaro teaches that an adhesive layer can be formed on the decorative 
layer or on the base sheet. 



Application/Control Number: 10/562,094 Page 8 

Art Unit: 1794 

25. Further, with respect to a method of forming Applicant's decorative layer having 
gradation, paragraph 0021 of Applicant's US Patent Application Publication 
2007/01 16949A1, following is disclosed: 

[0021] The decorative layer 2 is usually formed on the 
front surface of the thermoplastic resin film using colorants. 
The decorative layer 2 may be formed on the front surface 
of the thermoplastic resin film fey any of conventional 
printing methods such as gravure printing, electrostatic 
printing, electrophotography, screen printing, ink jet print- 
ing, offset printing, thermal transferring, etc. The colorants 
used to form the decorative layer 2 are usually toners or inks. 

26. Additionally, Example 1 in the specification discloses use of gravure printing on 
the front face of a film to create a decorative sheet having a gradation pattern. 

27. Kentaro discloses same methods as that of Applicant in forming the decorative 
layer having a gradation pattern. At paragraph 0027, Kentaro teaches "The decorative 
layer 3 can have a pattern printed on the front or back side of the base sheet 2. ..The 
decorative layer 3 is usually formed as a printed layer.. .A color ink containing a pigment 
or dye of the appropriate color can also be used." Further at paragraph 0048, Kentaro 
teaches "Methods that can be used for forming] the printed layer constituting 
these decorative patterns include printing methods common in the art such as 
the offset printing method, gravure printing method, and screen printing method. 
If a design pattern has gradation of the present invention, the offset printing 
method and the gravure printing method are especially suitable. .." 
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28. Based on the aforementioned facts, the decorative sheets of Kentaro and that of 
Applicant are formed of identical process and have same structure. Therefore, the 
aforementioned features would necessarily be present. The burden is shifted to 
Applicant to prove it otherwise (see In re Fitzgerald, 205 USPQ 594). In addition, the 
presently claimed properties would obviously have been present once the shading 
decorative sheet of Kentaro is provided (see In re Best, 195 USPQ at 433, footnote 4 
CCPA 1 977). Accordingly, the art rejections are sustained. 

Conclusion 

29. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

30. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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31 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272- 
6467. The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

32. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

33. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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